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Transmitted herewith are: 

(X) Appellants' Reply Brief in 7 pages in triplicate; 

(X) Amendment Accompanying Appellants 1 Reply Brief m 8 pages in triplicate; 

(X) A check in the amount of $280 to cover the request for oral hearing fee; and 

(X) A return prepaid postcard. 

(X) Appellants hereby request an oral hearing. The fee set forth in 37 C.F.R. 1.17(d) is 
enclosed. 

(X) Please charge any additional fees or credit overpayment to Deposit Account No. 11-1410. 
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Mail Stop Appeal Brief-Patents 
Commission for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Dear Sir: 



Applicants (Appellants herein) reply to the Examiner's Answer (Paper No. 12) mailed on 
March 31, 2003, as set forth below. 

Appellants' Reply to Withdrawal of Rejection of Claims 22-24 

In the Status of Claims (Section 3 of the Examiner's Answer), the Examiner 
acknowledges that the status of the claims presented by Appellants in the Appeal Brief was 
correct; however, the Examiner states that the rejection of Claims 22-24 is withdrawn. 

Appellants are submitting herewith an amendment in which Claims 22-24 are canceled 
from the present application. Appellants are filing a continuation application directed to 
Claims 22-24, with Claim 22 presented as an independent claim. 

Appellants' Reply to Grounds of Rejection 

In the Grounds of Rejection (Section 10 of the Examiner 's Answer), the Examiner restates 
the rejections of the May 31, 2002 Final Office Action. The stated grounds are generally the 
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same as the grounds in the Final Office Action; however, the Examiner has included additional 
contentions that will be addressed below in the order in which the contentions appear. 

In the discussion of Claim 1, the Examiner states that U.S. Patent No. 5,483,386 to 
Javanifard et al. ("Javanifard") includes: 

a charge pump (320) which receives the control signal from the voltage 
regulator, the charge pump generating the test supply voltage (VOUT). 

Appellants respectfully disagree with the Examiner's characterization of the output voltage 
generated by the charge pump 320 as a test supply voltage. The voltage VOUT is described in 
column 19 at lines 15-17 of Javanifard as follows: 

The charge pump 320 is a typically two-stage or three-stage circuit, but may 
alternatively include as many stages as required to provide the desired output 
voltage. 

Javanifard does not refer to the output voltage as a test voltage and does not disclose or suggest 
any variation in the output voltage for test purposes. As discussed in Appellants' Appeal Brief, 
the output voltage in Javanifard is fixed. 

The Examiner acknowledges that Javanifard does not teach the claimed invention 
because the reference circuit 316 in Javanifard does not have "a plurality of voltage regulation 
devices and at least one bypass device connected to at least one of the plurality of voltage 
regulation devices." In an effort to overcome this deficiency in Javanifard, the Examiner states: 

However, it is notorious [sic] well known in the art that Javanifard's test supply 
voltage (VOUT) is determined by the reference voltage (VREF). An adjustable 
test supply voltage (VOUT) will provide more flexible [sic] for the voltage control 
circuit to generating [sic] desired test supply voltage (VOUT). 

The Examiner's argument is not clear; however, it appears that the Examiner is bootstrapping the 
characterization of the output voltage as a test supply voltage into an argument that if the voltage 
is a test voltage then it would be desirable that the test voltage be adjustable. The Examiner's 
argument has no support. 

The first sentence of the cited argument is based on the presumption that it is notoriously 
well known in the art that Javanifard's test supply voltage is determined by the reference voltage. 
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The Examiner does not provide any citation to the known art to support this statement. Such an 
unsupported argument cannot be used as a basis for the rejection. 

The second sentence of the cited argument does not provide any conclusion to support the 
rejection. The argument only states that a desired supply voltage can be generated by a voltage 
control circuit. The Examiner does not state how the argument supports the rejection of the 
claims. 

The Examiner then uses the unsupported conclusion that an adjustable output voltage is 
desirable as a basis for combining Javanifard with U.S. Patent No. 5,473,277 to Furumochi. In 
doing so, the Examiner incorrectly characterizes Furumochi voltage reference circuit as a 
clamping circuit. As discussed in Appellant 's Brief, a voltage reference circuit and a clamping 
circuit are not equivalent. A voltage reference circuit maintains a substantially constant voltage 
that can be used by another circuit as a reference voltage for comparison or for generating a 
signal based on the reference voltage. On the other hand, as defined in the present application, a 
clamping circuit allows the voltage to vary below a clamping threshold, but does not allow the 
voltage to exceed the clamping threshold. Contrary to the Examiner's assertions, Furumochi 
does not disclose a clamping circuit. Rather, Furumochi discloses a circuit for generating a 
constant voltage. The phrase "constant voltage" is used throughout the Furumochi patent. 

The Examiner's assertions in support of the rejections of the other pending claims, 
although modified to conform with the specific wording of the other claims, generally correspond 
to the assertions in support of the rejection of Claim 1 and will not be discussed separately in this 
Reply Brief. 

Appellants' Reply to Response to Argument 

In Response to Argument in (Section 1 1 of the Examiner "s Answer), the Examiner states 
that Appellants' arguments have been fully considered but are not persuasive. 

Claims 1-9, 15, 16 and 25 

With respect to Claims 1-9, 15, 16 and 25, the Examiner again asserts that Furumochi is a 
clamping circuit. As support for this assertion, the Examiner again relies on a definition for a 
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clamping circuit that differs from the meaning used in Appellants' application. In particular, in 
the sentence on page 12 at lines 1-3 of the Examiner's Answer, the Examiner states: 

Thus, Furumochi's circuit figure 5 can be see [sic] to act as a clamp circuit by 
forcing and limiting the output voltage. 

The operative word in the Examiner' statement is "forcing." As previously discussed, 
Furumochi indeed "forces" the output voltage to a constant level so that the voltage can be used 
as a reference voltage. Thus, Furumochi does not allow the output voltage to be greater than or 
less than a desired voltage. In contrast, as used in the present application, a clamping circuit 
limits the maximum value of the output voltage to protect the circuit under test to which the 
output voltage is being applied; however, the clamping circuit allows the output voltage to vary 
below the maximum output voltage so that the circuit under test can be tested over a range of 
voltages. Thus, Furumochi does not disclose or suggest the claimed clamping circuit. 

In support of the characterization of the voltage reference in Furumochi as a clamping 
circuit, the Examiner states that the diodes of Furumochi inherently perform as a clamp circuit 
and that it is not necessary for the supply signal to be varied in order for the diodes to operate as a 
clamp circuit. The Examiner's statement incorrectly confuses a function that a diode can 
perform in some circuits with the function that the diodes are performing in Furumochi. 
Although diodes can be used in a clamping circuit, as taught by Appellants, the diodes in 
Furumochi are not being used for that purpose. In particular, as stated by the Examiner, 
"Furumochi' s diodes T1-T4 force the output voltage to be at the total threshold (clamp threshold) 
of the diodes independent of the supply voltage." 

On page 13 at lines 5-8 of the Examiner's Answer, the Examiner replies to Appellants' 
argument that there is no motivation to combine the references as follows: 

Appellant argues that there is no suggestion or motivation to combine or 
modify the references that would make Claim 1 obvious to one [of] ordinary skill 
in the art. The rejection of claim 1 clearly providing [sic] motivation to combine 
the references. The motivation is having more flexibility to provide a desired test 
voltage when using an adjustable reference circuit. 
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The motivation stated cited by the Examiner is simply conclusory. In particular, the purported 
motivation is not provided by either Javanifard or Furumochi. 

Claims 10-14 

The Examiner's statements regarding the rejection of Claims 10-14 rely in part of the 
mischaracterization of the voltage reference in Furumochi as being a clamp circuit. Thus, the 
Examiner's rejection should be reversed for at least that reason. 

In addition, the rejection of Claims 10-14 should be reversed because the Examiner's 
contention that the proposed combination of Furumochi and Javanifard discloses all the "means 
for" elements of Claims 10-14 is not supported by the references. The output voltage in Figure 5 
of Furumochi is produced as a constant voltage across the diodes T1-T5 independent of any 
additional signals. On the other hand, the output from the "means for generating a first control 
signal" disclosed in the preferred embodiment is provided to the means for generating the test 
supply voltage. The "means for generating a first control signal" includes circuitry that receives 
the test supply voltage as feedback for controlling the test supply voltage. The proposed 
combination of Furumochi and Javanifard is not structurally or functionally equivalent to the 
disclosed combination of elements claimed in Claims 10-14 and therefore cannot provide the 
basis for the rejection of the claims. 

Claims 17-24 

With respect to Claims 17-24, the Examiner disagrees with Appellants' arguments that 
Furumochi does not teach or suggest a method comprising the step of reversibly bypassing at 
least one of a plurality of control elements. In particular, the Examiner states that Appellants' 
specification does not define the term "reversibly," and therefore the Examiner defines the term 
as meaning "backwards." The Examiner then defines the term "reversibly bypass" to mean a 
"bypass function in which the current in the circuit changes direction." The Examiner concludes 
that the current in the diode T4 in Figure 5 of Furumochi changes direction to ground via the 
transistor [SW0(TN4)] and thus shows the step of reversibly bypassing at least one of the 
plurality of voltage control elements. 
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The Examiner's proposed interpretation of "reversibly bypassing" totally ignores the 
context of the claimed invention in which the bypass across one of the voltage control elements 
can be activated to reduce the voltage across the voltage control elements and can be 
subsequently deactivated to increase the voltage. In other words the voltage control element is 
"reversibly bypassed." As described in the specification, this allows the test voltage to be varied 
during manufacturing test of the integrated circuit. After testing is completed, the voltage control 
element is permanently bypassed .("irreversibly bypassed") by blowing a fuse in the preferred 
embodiment so that the bypass can no longer be deactivated. 

As discussed more fully in the Appeal Brief, once a switching element in Furumochi is 
bypassed, the bypass is permanent (e.g., irreversible). Furumochi does not disclose or suggest 
the reversible bypassing of a voltage control element. 

The Examiner's contention that the current in the diode T4 changes direction is not 
relevant to the claimed invention. Even if the Examiner's contention were relevant to the 
claimed invention, the contention is not supported by the Furumochi disclosure. In particular, 
when the transistor T4 is on, the current flows through the transistor T4 to ground. When the 
transistor T4 is off, no current flows through the transistor T4. Thus, no reversal of the current 
direction or reversal of any other function occurs in Furumochi. 

Summary 

Claims 1-25 were pending in this application. The Examiner has withdrawn the rejection 
of Claims 22-24, and Appellants are canceling Claims 22-24 in the present application. Thus, 
Claims 1-21 and 25 remain pending in this appeal. 

The Examiner's Answer does not present any additional contentions or arguments 
sufficient to overcome the deficiencies in the Examiner's rejections of Claims 1-21 and 25 in the 
Final Office Action. In view of the foregoing arguments and in further view of the arguments 
presented in Appellants' Appeal Brief, Appellants respectfully submit that there is no support for 
the Examiner's rejections of the claims remaining on appeal. Appellants' respectfully request 
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that this Board overturn the Examiner's rejections and to remand this application to the Examiner 
with directions to pass Claims 1-21 and 25 to allowance. 

Appellants have endeavored to address any new issue raised by the Examiner in the 
Examiner's Answer. If it appears that any new issue has not been addressed, Appellants 
respectfully request the Examiner to contact the undersigned attorney of record. 

Notification of Address Change 

Please note that the address for Appellants' attorneys of record was changed. Although the 
Examiner 's Answer was mailed to the correct address in Irvine, California, the address shown on 
page 15 of the Examiner's Answer is the former Newport Beach, California address and should 
4 not be used for any further communications. 



Respectfully submitted, 



KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated 



: :Wr 2,1001 By: 




Jerry T. Sewell 
Registration No. 31,567 
Attorney of Record 
2040 Main Street 
Fourteenth Floor 
Irvine, California 92614 
949-760-0404 
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